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DETAILED ACTION 

Response to Amendment 

1. Applicant's amendments of claims 3 and 21-25, submitted on 4 January 2007, are 
acknowledged and accepted as sufficient to overcome the Claim Objections set forth in the prior 
Office Action. Accordingly, these objections are withdrawn. 

Applicant's amendments of claims 8 and 21-25, submitted on 4 January 2007, are 
acknowledged and accepted as sufficient to overcome the rejections under 35 U.S.C. 112 set forth 
in the prior Office Action. Accordingly, these rejections under 35 U.S.C. § 112 are withdrawn. 

Applicant's cancellation of claims 15-17 and 21 is acknowledged. 

Regarding the rejection of claims 1-20 and 26 under 35 U.S.C. § 102, Applicant contends 
that the applied Eilenberg (US Patent No. 5,414,358) reference does not teach or suggest a 
retainer for the MR coil, nor does the reference teach or suggest an electronic pump for 
controlling inflation of the probe housing. Applicant has accordingly amended the claims of the 
current application to further limit the scope of the claimed invention. 

The amendment filed on 4 January 2007 under 37 CFR 1.131 has been considered but is 
ineffective to overcome the Eilenberg (5,414,358) reference. Examiner maintains that the 
inflated housing of Eilenberg C358) constitutes a retainer as claimed in the instant application, 
and Examiner further presents evidence that Eilenberg C358) does in fact disclose; an electronic 
pump (col. 11 lines 9-16). Eilenberg ('358) teaches this pump for an alternative embodiment, 
but, as it is a functional equivalent to the syringe provided for the endocavity probe 
embodiment, there is sufficient motivation to combine the features of these two embodiments to 
obviate the claims of the present invention. 

Claim Rejections - 35 USC § 102 

2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

3. Claims 1-10, 20 and 23-26 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Eilenberg (US Patent Number 5,4i4>358). 
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Regarding claims 1 and 10, Eilenberg G358) discloses a probe for endo-cavity MR 
imaging where the MR coil is enclosed in a bag into which fat saturation enhancing material is 
introduced, wherein the fat saturation enhancing material also enhances homogeneity (col. 12 
lines 29-34, Figs. 14 & 15). Eilenberg C358) discloses that "upon filling, the bag conforms to the 
shape of the inside of the body cavity" (col. 12 lines 46-48), and thereby the bag is secured 
within the cavity being imaged. As set forth by Merriam-Webster (http://www.m-w.com), the 
word "retainer" is defined as: 

♦ 

Main Entry: retainer 
Function: noun 

1 a: a person attached or owing service to a household; especially : servant b: employee 
2; one that retains 

3: a device or structure that holds something in place: as a: the part of a dental 
replacement (as a bridge) by which it is made fast to adjacent natural teeth b: a dental 
appliance used to hold teeth in correct position especially following orthodontic 
treatment 

In view of the fact that the MR coil of Eilenberg C358) is disposed within the bag, as 
previously discussed above, and further in view of the explicit definition of the word "retainer" 
provided above, the inflated bag anchors the probe within the body cavity and thereby 
constitutes a retainer that secures the MR coil within the subject to be imaged as claimed in the 
instant application. 

Regarding claim 20, Eilenberg ('358) provides a method for using the endocavity MR 
probe as previously discussed for claims 1 and 10. The definition of the word "pump," as 
provided by Merriam Webster fhttp : / / www. m-w. com) is as follows: 

■ 

Main Entry: pump 
Function: noun 
Definition: 

1 : a device that raises, transfers, delivers, or compresses fluids or that 
attenuates gases especially by suction or pressure or both 

2 : heart 

3 : an act or the process of pumping 

4 : an energy source (as light) for pumping atoms or molecules 

5 : a biological mechanism by which atoms, ions, or molecules are transported across cell 
membranes 

Eilenberg O358) discloses that the homogeneity enhancing fluid may be delivered by "a 
syringe or other source via tube 92" (col. 12 lines 41-43). The syringe of Eilenberg ('358) 
constitutes a pump by the definition set forth above. 
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Regarding claims 2, 4-6, and 23-25, Eilenberg ('358) further discloses that the fat 
saturation enhancing material may be a perfluorocarbon, which is well known in the art to 
promote magnetic field homogeneity in MR spectroscopy applications (col. 7 lines 22-25). 
Eilenberg ('358) specifies that fluorocarbon compounds have a magnetic susceptibility similar to 
that of water-containing human tissue, and also discloses that such compounds are in a gel or 
liquid state at room temperature (col. 7 line 25-27 & 46-68). 

Regarding claim 3, Eilenberg ('358) discloses that the bag is selectively fillable so as to 
facilitate maximum contact between the bag containing the homogeneity-enhancing material 
and the body cavity being imaged, which allows for receiving MR data from a wider area of the 
subject as described in the specification of the instant application (col. 11 lines 6-8). 

Regarding claims 7-9, Eilenberg ('358) states that the probe may be in a deflated state 
prior to insertion into the rectum, and that the probe can be inflated via a syringe following 
insertion (col. 12 lines 39-43). 

Regarding claim 26, Eilenberg ('358) discloses the probe as being an assembly of 
separate components, including the coil, housing and supply of perfluorocarbon, all of which 
collectively constitute a kit (Fig. 1). The bag of Eilenberg ('358) constitutes a retainer as 
previously discussed for claims 1, 10 and 20. 

» 

Claim Rejections - 35 USC §103 

4. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all obviousness 
rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

5. Claims 11-14, 18-19 and 22 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Eilenberg ('358). 

Regarding claims 11-14 and 18-19, Eilenberg teaches all features of the present invention 
as previously discussed. Eilenberg ('358) further describes the MR probe in the context of 
common MRI machines (col. 9 line 22). It is well known that state of the art MRI systems 
comprise a plurality of gradient coils positioned about a bore of a magnet, an RF transceiver 
system, and an RF switch controlled by a pulse module. Eilenberg ('358) thereby teaches that 
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the homogeneity-enhancing probe ('358) may comprise an apparatus including such a probe, in 
addition to including a gradient coil, RF transceiver system, and an RF switch. 

Eilenberg does not expressly teach an embodiment including an endocavity coil and an 
electronic pump. In a different embodiment, Eilenberg ('358) provides a pump 60 for delivering 
fat saturation enhancing material to the bag (col. 11 lines 9-13). Eilenberg C358) states that the 
"bag is filled by turning on the pump 60 to feed the fat saturation enhancing material through 
the inlet tube 50 from the reservoir 75" (col. 11 lines 14-16). By stating that the pump must be 
turned on, Eilenberg C358) thereby implies that the pump is electronically controlled. It would 
have been obvious to one of ordinary skill in the art at the time of invention to use the electronic 
pump of Eilenberg C358) with the endocavity coil embodiment also taught by Eilenberg C358) 
in order to more precisely control the delivery of the homogeneity enhancing material. 

Regarding claim 22, Eilenberg C358) substantially discloses all features of the present 

i 

invention as previously discussed, with the exception of an automated inflation control to 
control the inflation of the housing with the homogeneity enhancing material. Eilenberg ('358) 
does provide means for manually controlling the inflation of the housing, and further teaches 
that the housing is selectively fillable (col. 11 lines 6-8, col. 12 lines 41-46). Automating such a 
manual task is not sufficient to patentably distinguish the claimed invention from the prior art, 
as is further detailed in MPEP § 2144. As such, the step of automating the control of the housing 
inflation is considered unpatentable over EilenbergC358). 



Conclusion 

6. The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. In the same problem solving area, Prince (US Patent No. 5,417,213) provides means 
and steps for electronically pumping an MR contrast agent into the body of a patient. 

7. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
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will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1.136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the mailing 
date of this final action. 

Any inquiry concerning this communication or earlier communications from the 



examiner should be directed to Parikha Solanki whose telephone number is 571.272.3248. The 
examiner can normally be reached on M-F, 8 - 4:30pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Brian Casler can be reached on 571.272.4956. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private 
PAIR system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you 
would like assistance from a USPTO Customer Service Representative or access to the 
automated information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 





Parikha Solanki 
Examiner - Art Unit 3737 



